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Basis of the opinion 

^rltablishment of opinion with regard to novelty. Inventive step ar,d Industrial applicability 
R^rn^rnlr Rule 43.^.1^ 

JJl^lnty; citations and explanations supporting such statement 

Certain documents cited 

Certain defects in the international application 

Certain observations on the International application 



2 FURTHER ACTION 

If a demand for International preliminary examination is --^^^ ^^^^^^^ Ipply where 

wrmen opl^nlon of the international Pre to^^^^^ has notifed the 
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„ » opinion „ pn»««. ^ovo, <3»'*"J^ '^ff ^^^i^JS^'HI^^^:' 
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(under Rules 12.3 and 23.1(b)). 
2 With regard to any nucleotide anctor amino acid sequence dl^^^^^^^^ application and 

necessary to the claimed invention, this opinion has been established on the basis ot. 

a. type of material: 

□ a sequence listing 

□ table(s) related to the sequence listing 

b. fomiat of material: 

□ in written format 

□ in computer readable form 

c. time of filingifurnishing: 

□ contained in the international application as filed. 

□ filed together with the international application in computer readable form. 

□ furnished subsequently to this Authority for the purposes of search. 

3. □ in addition, in the case that more than one v^^^^^^^^^^ 

appropriate, were furnished. 

4. Additional comments: 
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BOX No V Reasoned statement und er Rule 43fc/s.1(a)(i) with rega-t^ novelty, inventive step or 
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1. Statement 

Noveny (N) 



Inventive step (IS) 
Industrial applicability (lA) 



Yes: 


Claims 


7,10-15,18-20 


No: 


Claims 


1-6,8.9.16,17,21 


Yes: 


Claims 




No: 


Claims 


1-21 


Yes: 


Claims 


1-21 


No: 


Claims 





2. Citations and explanations 
see separate sheet 
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Re Item V 

Reasoned statement under Rule 66.2(a)(n) with regard to novelty, inventive step or 
industrial applicability; citations and explanations supporting such statement 

1 Documents ^ . .... 

1 .1 The following document is referred to in this communication; the numbering will be 

adhered to in the rest of the procedure: 

D1 : EP-A-1 176 520 (SEIKO EPSON CORPORATION) 30 January 2002 (2002-01- 
30) 

2 1 The"term "e-fcoo/c"used in claims 1 . 3, 4. 7. 9. 15. 16. 19 and 20 is unclear with 

regard to Article 6 POT since rt doesn't represent a defined standard document 
format but rather specifies a digital data format suitable for displaying, usually textual 
and graphical, media content. Therefore, within this communication, the term e- 
book" will be interpreted as W^/ c/afa format suitable to define documents having 
textual and graphical elements and formatting information" since these represent the 
commonly known elements of digital documents. „ ^. . ^ or.-r 

2 2 The term "cornp/ter" used in claims 1 and 9 is unclear with regard to Article 6 PCT 

Since this term is usually associated with tools for translating one source data format 
(i e the source code of a programming language) into a target data fonnat (i.e. binary 
machine code of a micro processor). However, from the description (page 2. 
paragraph 5, line 2-3. 'The compiler is configured to combine one or mode of the 
segments. ..into an e-book...") it appears that one or more document elements are 
assembled into a new document. Therefore, the term "compiler" will be interpreted as 
-document assembler" or "document builder" for the rest of this communication. 

3 Novelty of Independent claim 1 

3 1 Document D1 is regarded as closest prior art. It discloses in the original wording of 
independent claim 1 (reference to the closest prior art is made in parentheses; the 
original wording of the claim is set in italic font): 



An e-bool< system comprising: 
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a searcher that is configured to locate segments (paragraph 8, line 7-9, 
"...obtaining content information that represent at least part of the content of each 
selected document...") of a plurality of publications (paragraph 8, line 3-4. 

Identifying a plurality of documents each having content deemed to satisfy one or 
more criteria with respect to the one or more preferred categories...") based on a user 
profile (paragraph 8, line 2, "...obtaining preferences of the recipient..."), 

a compiler, operably coupled to the searcher, that is configured to create an e- 
book (paragraph 7, line 1 , "..to provide a computer-network based newspaper..." 
and paragraph 8. line 8-9. "...generating a representation of articles..."; discloses the 
generation of a newspaper through the rendering of a list of articles; and paragraph 
23. line 1, "...electronic book.."; discloses that tiie newspaper can be viewed on an 
apparatus as an e-book) from the segments. 

3.2 Therefore, the subject-matter of claim 1 is not new in the sense of Article 33(2) PCT. 
4 Novelty of independent method claim 16 

4 1 Since independant method claim 1 6 only contains features that correspond to those 
of claim 1 . the objections conceming. novelty of claim 1 apply accordingly. 



5 Novelty of dependent claims 

5 1 Dependent claims 2-6. 8.9.17 and 21 do not appear to contain any additional^ 
■ features which, in combination with the features of any claim to which they refer, 
meet the requirements of the PCT with respect to novelty, the reasons being as 
follows (reference to the closest prior art is made in parentheses; the onginal wording 
of the claim is set in rta/Zcfon/): 

Claims 2 and 17: creating the user profile, based on interactions with a "ser(D1 
figures 5A-5I; depict various configuration screens where a user can specify his/her 

Sms 3 and 4: D1 discloses that a user is notif ied of a newly created e-book by 
sending it via e-mail (figure 5G). 
5 4 Claim 5: charging the recipient for the e-book is disclosed in D1 (paragraph 80, line 

7-1 1 " thereby reducing or eliminating any charge to the recipient."). 
5.5 Claim 6 and 21 : modifying the user profile based on subsequent activities of a user 



5.2 



5.3 
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(D1, paragraph 110, line 1-3, "...receives indications of recipient activity with respect 
to the formatted newspaper and revise profile information..."). 

5.6 Claim 8: D1 discloses the Internet as source for searching articles (paragraph 2, line 
3, "...such as the Internet provide an additional source of information..."). 

5.7 Claim 9: formatUng the e-book based on preferences of a user (D1 , paragraph 8, 
line 8-9, "...and generating a representation of articles including the content 
information such that a presentation of the representation conforms to the preferred 
presentation layout...."). 

6 Inventiveness of dependent claims 

6 1 Dependent claims 7, 10-15, 18 and 20 do not appear to contain any additional 
features which, in combination with the features of any claim to which they refer, 
meet the requirements of the PCT with respect to Inventive step, the reasons being 
as follows (reference to the closest prior art Is made In parentheses): 

6.2 Claims 7 and 20: editing a document is a standard feature of text processing 
systems and therefore not inventive. 

6 3 Claims 10 and 18: since a generic user profile represents a profile with default 
values, the subject-matter of this claim is well-known in the field of application 
development and therefore obvious to the s1<illed person. 

6 4 Claim 1 1 and 15: grouping users and their profiles in hierarchies and applying the 
profile hierarchically is a standard feature of data retrieval systems such as i.e. 
database systems and therefore well-known to a skilled person. 

6 5 Claims 12 and 13: specify various terms widely used for literature search at well- 
■ known sites such as Amazon or Google and are therefore obvious to a skilled person. 

6 6 Claim 14: marking articles as already sent or read is a general concept of data 

distributing systems such as i.e. e-mail systems. They merely implement a common 
behaviour of a reader who wants to avoid reading the same document twice. 
Therefore it would be obvious to a skilled person to provide it as standard feature. 

Rft Item VMI . 
Certain observations on the international application 

7 The subject-matter of claim 1 9 is not allowable with regard to Rule 6.3(a) POT since 
it purely relates to a method of doing business without providing a technical effect. 
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8 See further Objections under item 2. 
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1 . This opinion contains indications relating to X\^e following items 

ISl Box No. I 

□ Box No. It 

□ Box No. Ill 

□ Box No. IV 
S Box No. V 



Basis of the opinion 



Reasoned statement unoer nuie *fro*^». i v/ ■ 
^pSm^ c^^^^^ and explanations supporting such statement 

□ Box No. VI Certain documents cited 

□ Box No. Vll Certain defects in the international application 

El BoxNo.VIll Certain obsenfations on the International application 

2 FURTHER ACTION 

, a demand for Internationa, preliminary ^^-'-f " 'tno tlhS^^^^^^^ ^'^^'^ 
written opinion of the International P;«''«,^^3^™^'^\'^"S^'^^^ IPEA has "otifed the 
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(under Rules 12.3 and 23.1 (b)). 

2 Wrth regard to any nucleotide andtor amino acid sequence dfeck^^^^^^ aPP»°^*>" 
necessin/ to the daimed invention, this opinion has been established on the basis of. 

a. type of material: 

□ a sequence listing 

□ table(s) related to the sequence listing 

b. fomiat of material: 

□ in written format 

□ in computer readable form 

c. time of filingAirnishing: 

□ contained in the international application as filed. 

□ filed together with the international application in computer readable form. 

□ furnished sul5sequently to this Authority for the purposes of search. 

3. □ in addition, in the case that more than oneve^ton o^^^^^^^ 

appropriate, were furnished. 

4, Additional comments; 
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Box NO V Reasoned statement under Rule 43b/s.1(a)(i) with re^'^t^j;^^^' ^'^^ 
indLst?iai aPPlf^bilitv: citations and explanations su pporttna such statement , 

1. Statement 

Novelty (N) 



Inventive step (IS) 
Industrial appltoability (lA) 



Yes: 


Claims 


7,10-15. 18-20 


No: 


Claims 


1-6, 8. 9,16,17.21 


Yes: 


Claims 




No: 


Claims 


1-21 


Yes: 


Claims 


1-21 


No: 


Claiins 





2. Citations and explanations 
see separate sheet 

i^TN^ll Certain observations on t he international application _ 

The following observations on the clarity of the claims, description, and drawings or on the question whether the 
claims are fully supported by the description, are made: 

see separate sheet 
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RG ItGIKI V 

Reasoned statement under Rule 66.2(a)(n) with regard to novelty, Inventive step or 
industrial applicability; citations and explanations supporting such statement 

1 Documents . . .... 

1 .1 The following document is referred to in this communication; the numbenng will be 

adhered to in the rest of the procedure: 

D1 : EP-A-1 176 520 (SEIKO EPSON CORPORATION) 30 January 2002 (2002-01- 
30) 

2 1 ThTterm "e-book"used in claims 1 . 3, 4. 7, 9. 15, 16. 19 and 20 is unclear with 

regard to Article 6 PCT since it doesn't represent a defined standard documen 
format but rather specifies a digital data format suitable for displaying, usually textual 
and graphical, media content. Therefore, within this communication, the term e- 
book" will be interpreted as "digital data format, suitable to define documents having 
textual and graphical elements' and fomiatting information" since these represent the 
commonly known "elements of digital documents. , ^. , ^ oo-r 

2 2 The term "compiler" used in claims 1 and 9 is unclear with regard to Article 6 PCT 

■ since this term is usually associated with tools for translating one source d^t^format 
(i e the source code of a programming language) into a target data format (i.e. bmary 
machine code of a micro processor). However, from the description (page 2, 
paragraph 5, line 2-3. "The compiler is configured to combine one or mode of the 
segments.Jnto an e-book...") it appears that one or more documerit elements are 
assembled into a new document. Therefore, the term "compiler" w.ll be mterpreted as 
•document assembler" or "document builder" tor the rest of this communication. 

3 Novelty of Independent claim 1 

3 1 Document D1 is regarded as closest prior art. It discloses in the original wording of 
independent claim 1 (reference to the closest prior art is made in parentheses; the 
original wording of the claim is set in italic font): 

An e-book system comprising: 
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a searcher that is configured to locate segments (paragraph 8, line 7-9. 
obtaining content information that represent at least part of the content of each 
selected document...") of a plurality of publications (paragraph 8, line 3-4. 
"...identifying a plurality of documents each having content ^^^.^^^^^ ^^^^;f^^^^^^^^ 
more criteria with respect to the one or more preferred categories... ) based on a user 
profile (paragraph 8, line 2, "...obtaining preferences of the recipient... ). 

a compiler, operably coupled to the searcher, that is configured to create an^ e- 
book (paragraph 7. line 1 . " .to provide a computer-networi. based newspaper... 
arparagraph 8. line 8-9. "...generating a representation of articles...", discloses the 
generation of a newspaper through the i^ndering of a list of articles; and paragraph 
23. line 1. "...electronic book.."; discloses that the newspaper can be viewed on an 
apparatus as an e-book) from the segments. 

3.2 Therefore, the subject-matter of claim 1 Is not new in the sense of Article 33(2) PCT. 
4 Novelty of independent method claim 16 

4 1 ance mdependant melhod claim 1 6 only contains features tl^at correspond to tiiose 
of claim 1 , the pbieotlons concerning novelty of claim 1 apply accordingly. 



fe^ures which, in combination with the features of any claim to which they refer 
meet the requirements of the PCT with respect to novelty, the reasons be'ng as 
I^nows (reference to the closest prior art is made in parentheses; the onginal wording 
of the claim is set in /fa//c fonf): 
5 2 Claims 2 and 17: creating the user profile, based on interactions wrth a "^f^^J; 
figures 5A-5I; depict various configuration screens where a user can specify his/her 

Claims 3 and 4: D1 discloses that a user is notified of a newly created e-book by 
sending it via e-mail (figure 5G). «« is^« 

Claim 5: charging the recipient for the e-book is disclosed in D1 (paragraph 80, line 
7-1 1 " thereby reducing or eliminating any charge to the recipient. ). 
Claim 6 and 21 : modifying the user profile based on subsequent activities of a user 



5.3 
5.4 
5.5 
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(D1, paragraph 110, line 1-3, "...receives indications of recipient activity with respect 
to the fomiatted newspaper and revise profile infomnation..."). 

5.6 Claim 8: D1 discloses the Internet as source for searching articles (paragraph 2, line 
3, "...such as the Internet provide an additional source of Infornriation..."). 

5.7 Claim 9: formatting the e-book based on preferences of a user (D1 , paragraph 8, 
line 8-9 " and generating a representation of articles including the content 
information such that a presentation of the representation conforms to the preferred 
presentation layout...."). 

6 inventiveness of dependent claims 

6 1 Dependent claims 7, 1 0-1 5, 1 8 and 20 do not appear to contain any additional 
features which, in combination with the features of any claim to which they refer, 
meet the requirements of the PCT with respect to Inventive step, the reasons being 
as follows (reference to the closest prloir art Is made In parentheses): 

6.2 Claims 7 and 20: editing a document is a standard feature of text processing 
systems and therefore not inventive. 

6 3 Claims 10 and 18: since a generic user profile represents a profile with default 
values, the subject-matter of this claim is well-known in the field of application 
development and therefore obvious to the slolled person. 

6 4 Claim 1 1 and 15: grouping users and their profiles in hierarchies and applymg the 
profile hierarchically is a standard feature of data retrieval systems such as i.e. 
database systems and therefore well-known to a skilled person. 

6 5 Claims 12 and 13: specify various terms widely used for literature search at well- 

■ known sites such as Amazon or Google and are therefore obvious to a skilled person. 
6 6 Claim 14: marking articles as already sent or read is a general concept of data 

■ distributing systems such as i.e. e-mail systems. They merely implement a common 
behaviour of a reader who wants to avoid reading the same document twice. 
Therefore it would be obvious to a skilled person to provide it as standard feature. 



Re Item v'M ^. 
Certain observations on the international application 

7 The subject-matter of claim 1 9 Is not allowable wrth regard to Rule 6.3(a) POT since 
it purely relates to a method of doing business without providing a technical effect. 
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